IEOR 170: Interaction and Experience Design for Engineers

Prof. Ken Goldberg’s Lecture -  

Patents and Intellectual Property (IP)

Hand out example Patent.

Intellectual Property:  Ownership of Ideas and Creations

A trademark is a word or symbol that identifies a company’s products and reputation 

A copyright protects an original artistic or literary work; 

a patent protects an invention

1. Trade Secrets – information, databases, design, device, process, composition, technique, formula that gives a competitive business advantage (e.g. Coca-cola formula, financial sales forecasts, long-term strategic plans, blueprints, source code, magician’s secrets)

· If stolen and used for profit, the company can SUE the thief.

· Duration of protection:  indefinite!

· Company must take reasonable precautions to keep these secret; can’t sue otherwise

· NDA (Non-disclosure agreement) – a legal form that if signed, you legally can’t tell/profit from company info

2. Copyright – limits the rights to copy
WHAT IS COPYRIGHT?  (From www.copyright.gov)

Copyright is a form of protection provided by the laws of the United States (title 17, U.S. Code) to the authors of “original works of authorship,” including literary, dramatic, musical, artistic, and certain other intellectual works  [EG. photos, art, sculpture, maps,]. This protection is available to both published and unpublished works. Section 106 of the 1976 Copyright Act generally gives the owner of copyright the exclusive right to do and to authorize others to do the following: 

· To reproduce the work in copies or phonorecords;

· To prepare derivative works based upon the work;

· To distribute copies or phonorecords of the work to the public by sale or other transfer of ownership, or by rental, lease, or lending;

· To perform the work publicly, in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works;

· To display the copyrighted work publicly, in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work; and

· In the case of sound recordings, to perform the work publicly by means of a digital audio transmission.
Copyright is Secured Automatically upon Creation

The way in which copyright protection is secured is frequently misunderstood. No publication or registration or other action in the Copyright Office is required to secure copyright.

· To help if you take a case to court, or to alert potential infringers, you may include something like:


· Don’t need to go to an office or get a registration

· Can still sue if you don’t put above, but more difficult

Copyright REGISTRATION PROCEDURES

Original Registration
To register a work, send the following three elements in the same envelope or package to:

Library of Congress
Copyright Office
101 Independence Avenue, S.E.
Washington, D.C. 20559-6000 

· A properly completed application form, See:  www.copyright.gov

· A nonrefundable filing fee of $30 for each application. 

· A nonreturnable deposit of the work being registered. The deposit requirements vary in particular situations. The general requirements follow. 

· If the work was first published in the United States on or after January 1, 1978, two complete copies or phonorecords of the best edition.

------------------------------------------------------------------

· Note: Some other countries don’t comply w/ US CopyRights Agreement

· Copyright valid for 70 years beyond the death of its creator.

Example of violation: RIA,  mp3s available to multiple sources

Fair use

the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include — 

(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and

(4) the effect of the use upon the potential market for or value of the copyrighted work.

· Copyleft: Allows variations of Copyright, for example, grants permission to copy it freely but you can’t make a profit from it, even if you improve it.  See www.creativecommons.org
From Creative Commons Website:

"Some Rights Reserved": Building a Layer of Reasonable Copyright

Too often the debate over creative control tends to the extremes. At one pole is a vision of total control — a world in which every last use of a work is regulated and in which "all rights reserved" (and then some) is the norm. At the other end is a vision of anarchy — a world in which creators enjoy a wide range of freedom but are left vulnerable to exploitation. Balance, compromise, and moderation — once the driving forces of a copyright system that valued innovation and protection equally — have become endangered species

Creative Commons is working to revive them. We use private rights to create public goods: creative works set free for certain uses. Like the free software and open-source movements, our ends are cooperative and community-minded, but our means are voluntary and libertarian. We work to offer creators a best-of-both-worlds way to protect their works while encouraging certain uses of them — to declare "some rights reserved."

3. Trademark
A trademark is a word, phrase, symbol or design, or a combination of words, phrases, symbols or designs, that identifies and distinguishes the source of the goods of one party from those of others.

· Word or symbol that identifies a company’s products and reputation (i.e. Brand)

· Slogan, sound (Intel sound), smell

· Ex.  
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 ® , Xerox copier, Band-aid, Motorola,

· ® used if Federally registered, ™ if not (Trademark)

· done through USPTO (see online for forms)

· Interesting cases:   

· Country Pantry – original trademark for household products

· Country Kitchen – trademark with similar name, court determined that this  capitalized on Country Pantry’s name

· Supermarket shampoo bottles – looks like brand name product?  Why doesn’t original company sue?  ->  supermarket and company signed Licensing Agreement;

· Company agrees so store would put product on display; reinforces branded product because it looks like it’s the standard

· Wine bottles, example of infringement

· Kendall Jackson – Turning Leaf wine

· E&J Gallo – big company, bottle design looked very similar to Kendall Jackson’s; court ruled against Gallo

· Cadillac Cars & Cadillac Dog Food – court allowed because dog food doesn’t compete with cars

· Infringement occurs often and if company doesn’t make an effort to send threatening letters to infringers, cannot claim Trademark later

· Parodies are ok (e.g. movies)

· You have to be using a trademark otherwise you can’t register it

4. Patents:  

see        www.uspto.gov

A U.S. patent for an invention is the grant of a property right to the inventor(s), issued by the U.S. Patent and Trademark Office. The right conferred by the patent grant is, in the language of the statute and of the grant itself, "the right to exclude others from making, using, offering for sale, or selling" the invention in the United States or "importing" the invention into the United States. To get a U.S. patent, an application must be filed in the U.S. Patent and Trademark Office. 

Utility patents may be granted to anyone who invents or discovers any new and useful process, machine, article of manufacture, or compositions of matters, or any new useful improvement thereof.
Design patents may be granted to anyone who invents a new, original, and ornamental design for an article of manufacture.  ornament or aesthetic. E.g. icons. Test: if removal would not affect function, then it’s a design patent.

Plant patents may be granted to anyone who invents or discovers and asexually reproduces any distinct and new variety of plant.

Also, any improvement on the above.  (Excludes "laws of nature").
· US Patent Act of 1790 (Thomas Jefferson): aimed to motivate progress; US Patent & Trademark Office in Washington, D.C.

· Government grant to exclusive rights to make & sell invention for 20 years; in return, the inventor agrees to have the invention details published (20 years from the time of filing; also, as of Nov 2000, pending applications are made public 18 months from filing)

· 4 Requirements:  

· Novelty in light of all "prior art" (patented or not!)

· Non-Obvious (to a person "with ordinary skill in the art".)

· Utility (have some practical use)

· Authorship (the actual inventor(s) are listed)

· The Patent Application:

0.  Inventor (who conceived of the idea); Assignee (who owns the patent)

· Must include all co-inventors (those who substantially contributed to project), or else patent invalid; 

1.  Prior Art (Classification System) 

· Class/Subclass; 

· e.g. Musical Reed/Harmonica 84/377; Musical Reed/Woodwind 84/380

· Ask lawyer to do a patent search:  determine if patent exists, usually cost a lot to file – min. $10,000

· Beware:  Patent Attorney may not tell you if your idea is dumb or unpatentable, why not?  (he gets paid by the hour even if your patent application is rejected!)

· Beware of companies that offer to help you market your idea but charge a fee up front!  Many of these are dishonest and will not really  help you.

4. Background/Motivation

5. Description ~ legally precise, references to fig., etc.

6.  Claims: what others will be excluded from making & selling; what you claim as your invention;

· Widens scope of patent as much as possible

· Process

· File application

· Read by a Patent Examiner (takes 1-3 years)

· Generally rejected at least once in light of  particular prior art, you and your lawyer respond and explain in detail why the invention should not be rejected.

· If accepted:  Grant or Issue the Patent, assigned a unique sequential number

· Patent = “License to Sue”

· Difficult to sue a big company

· Protection only in US.  Must file for separate Patent in other countries.

Provisional Patent Application (good for one year, costs $400-800)

Since June 8, 1995, the United States Patent and Trademark Office (USPTO) has offered inventors the option of filing a provisional application for patent which was designed to provide a lower-cost first patent filing in the United States and to give U.S. applicants parity with foreign applicants under the GATT Uruguay Round Agreements. 
A provisional application for patent is a U. S. national application for patent filed in the USPTO under 35 U.S.C. §111(b). It allows filing without a formal patent claim, oath or declaration, or any information disclosure (prior art) statement. It provides the means to establish an early effective filing date in a non-provisional patent application filed under 35 U.S.C. §111(a). It also allows the term "Patent Pending" to be applied. 
A provisional application for patent (provisional application) has a pendency lasting 12 months from the date the provisional application is filed. The 12-month pendency period cannot be extended.  
Other Protection:

Keep a lab Notebook with page numbers clearly written:  when a potentially patentable idea arises, have witness sign “Read & Understood by __________”

on that page (and Date it!).

Note:  Work done for hire is owned by the employer!  Read  your employee agreements carefully!

Patent Case Study:

Consider Andrews patents a 4 legged stool.  He can make and sell it.

Later, Ball patents a 4-legged stool with a back.  It is an improvement on Andrews’ invention and is thus patentable.

Ball must obtain patent rights from Andrews to make and sell her stool since Andrews has the patent on the basic stool.

But Andrews cannot make and sell a stool with a back unless he gets the rights from Ball.

Homework:

Find patents for alarm clocks from www.uspto.gov

On left, click on Patents -> Search
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